NOTICE OF OFFICE PLAN TO CEASE SUPPLYING COPIES OF CITED US. PATENT 
REFERENCES WITH OFFICE ACTIONS, AND PILOT TO EVALUATE THE 
ALTERNATIVE OF PROVIDING ELECTRONIC ACCESS TO SUCH U.S. PATENT 

REFERENCES 



Summary 

The United States Patent and Trademark Office (Office or USPTO) plans in the near future to- 

(1) cease mailing copies of U.S. patents and U.S. patent application publications (US patent 
references) with Office actions except for citations made during the international stage of an 
international application under the Patent Cooperation Treaty and those made (luring 
reexamination proceedings; and (2) provide electronic access to, with convenient downloading 
capability of, the US patent references cited in an Office action via the Office's private Patent 
Application Information Retrieval (PAIR) system which has a new feature called "E-Patent 
Reference.'' Before ceasing to provide copies of U.S. patent references with Office actions, the 
Office shall tot the feasibility of the E-Patent Reference feature by conducting a two-month pilot 
project starting with Office actions mailed after December 1, 2003. The Office shall evaluate the 
plot project and publish the results in a notice which will be posted on the Office's web site 
(www.USPTQ.Eov) and in the Patent Official Gazette (O.G.). In order to use the new E-Patent 
Reference feature during the pilot period, or when the Office ceases to send copies of U.S. patent 
references with Office actions, the applicant must: (1) obtain a digital certificate from the Office- 

(2) obtain a customer number from the Office, and (3) properly associate applications with the ' 
customer number. The pilot project does not involve or affect the current Office practice of 
supplying paper copies of foreign patent documents and non-patent literature with Office actions 
Paper copies of references will continue to be provided by the USPTO for searches and written 
opinions prepared by the USPTO for international applications during the international stage and 
for reexamination proceedings. 

Description of Pilot Project to Provide Electronic Access to Cited U.S. Patent 
References 

On December 1, 2003, the Office will make available a new feature, E-Patent Reference, in the 
Office's private PAIR system, to allow more convenient downloading of U.S. patents and U.S. 
patent application publications. The new feature will allow an authorized user of private PAIR 
to download some or all of the US. patents and US. patent application publications cited by an 
examiner on form PTO-892 in Office actions, as well as U.S. patents and US. patent application 
publications submitted by applicants on form PTO/SB08 (1449) as part of an IDS. the retrieval 
of some or all of the documents may be performed in one downloading step with the documents 
encoded as Adobe Portable Document format (.pdf) files, which is an improvement over the 
current page-by-page retrieval capability from other USPTO systems. 



references. The Office plans to continue to provide access to the E-Patent Reference feature 
during its evaluation of the pilot 



Comments 



Coinments wneeniing the B-Patent Reference feature should be in writing and directed to the 
Electronic Business Center (BSC) at the USPTO by electronic mail at eRefaraceffiuspto kov or 
by facsnnile to (703) 308-2840. Comments will be posted and made ^IMtoS* 
inspection. To ensure that comments are considered in the evaluation of the pilot project 
comment* should be submitted in writing by January 15, 2004. 

Comments with respect to specific applications should be sent to the Technology Centers' 
customer service centers. Comments concerning digital certificates, customer numbers and 
^^ C ^^"" umbers «f* apphcations should be sent to the Electronic Business Center 
(EBQ at the USPTO by facsimile at (703) 308-2840 or by e-mail at EBC@uspto.gov. 

Implementation after Piiot 

After the pilot, its evaluation, and pubfication of a subsequent notice as indicated above the 
Office expects to implement its plan to cease mailing paper copies ofU.S. patent references cited 
dunngexamnuuion of non provisional applications on or after February 2, 2004; although copies 
ot cited foreign patent documents, as well as non-patent literature, will still be mailed to the 
applicant until such time as substantially all apphcations have been scanned into IFW. 

For Further Information Contact 

Tectaucal information on the operation of the IFW system can be found on the USPTO website 
at http : //v^.uspto.gov/web/patent&/ifw/mdex.htinl. Comments concerning the E-Patent 

TZ^r^^^^T.^^"^ 6 mC i***™ of mc ?ASR svstcm *«M be directed 

SI ™?* ^ S "° 81 (866) 2 1 ? " 91 97 ' m mC "V be contacted by facsimile at 
(703) 308-2840 or by e-mail at EBC@uspto.gov. 

Date. |l/f/p ? 

Nicholas P. Godici 
Commissioner for Patents 
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